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THE IVIAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a), In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )E1 Responsive to cx)mmunication(s) filed on 18AuQust 2004 . 
2a)n This action is FINAL. 2b)|3 This action is non-final. 

3) n Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Exparfe Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 
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5) n Claim(s) is/are allowed. 

6) S Claim(s) 1:87 is/are rejected. 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action orfomn PTO-152. 

Priority under 35 U.S.C. § 1 1 9 
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1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . This communication is in response to Applicant's amendment filed 18 August 2004, 

Status of Claims 

2. Claims 1-87 are left as originally filed. Therefore claims 1-87 are under prosecution in 
this application. 

Response to Amendment 

3. Applicant's request for reconsideration of the finality of the rejection of the last Office 
action is persuasive and, therefore, the finality of that action is withdrawn. 

Response to Arguments 

4. Applicant's arguments, filed 18 August 2004, with respect to the rejection(s)of claim(s) 
1-87 have been fully considered and are persuasive. Therefore, the rejection has been 
withdrawn. However, upon further consideration, a new ground(s) of rejection is made. 
Therefore claims 1-87 are rejected and AppUcants request for allowance is respectfully denied. 

5. Applicant's arguments with respect to claim 1-87 have been considered but are moot in 
view of the new ground(s) of rejection. 
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Claim Rejections - 35 USC§112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 2, 24, and 56 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
apphcant regards as the invention. Specifically, claim 2 in the preamble recites "A method for 
executing trades in at least one instrument comprising." However there is no trade execution 
performed in the body of the claim. Claims 24 and 56 are rejected in a similar manner to that of 
claim 2. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

9. Claims 1-8, 12-19, 24-27, 31-37, 41-59, 63-82, 86, and 87 are rejected under 35 
U.S.C. 102(e) as being anticipated by Breen et al. (hereinafter Breen) U.S. Patent 6,615,188. 
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Regarding independent claims 1 and 12, Breen discloses a method for trading a plurality 
of orders for at least one instrument comprising: combining a value-based order for the at least 
one instrument and a share-based order for the at least one instrument to form a plurality of 
contingent orders for the at least one instrument (column 9, hues 18-32); executing at least one 
trade according to one of the plurality of contingent orders (column 12, lines 1-27 and Figure 2). 

Regarding independent claims 2 and 13, Breen discloses a method for executing trades in 
at least one instrument comprising: combining a value-based order for the at least one instrument 
and a share-based order for the at least one instrument to create a final trading order for the at 
least one instrument (column 9, lines 18-32 and column 10, lines 1-24); converting the final 
trading order into a series of contingent orders for the at least one instrument specifying a 
number of shares of the at least one instrument to be traded at a schedule of prices (column 12, 
lines 1-27 and Figure 2). 

Claims 3 and 14, netting a plurality of value-based trading orders for at least one 
instrument against each other to create a net value-based trading order for the at least one 
instrument (column 8, lines 49-62 and column 9, Hnes 18-32). 

Claims 4 and 15, netting a plurality of share-based trading orders for at least one 
instrument against each other to create a net share-based trading order for the at least one 
instrument (column 8, lines 49-62 and column 9, lines 18-32). 
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Claims 5 and 16, converting a value-based order for the at least one instrument and a 
share-based order for the at least one instrument to form a plurality of contingent orders for the at 
least one instrument (column 9, lines 18-32 and column 10, lines 1-25). 

Claims 6 and 17, modifying an amount specified in a value-based sell order, if a total 
value of a quantity of the instrument held by an originator of the value-based sell order in a 
specified value basis in the value-based sell order, based on a prevailing price of the instrument, 
is less than the amount specified in the value-based sell order (column 13, lines 3-15). 

Claims 7, 8, 18 and 19 if a total value of a quantity of the instrument held by an 
originator of a value-based sell order in a specified value basis in the value-based sell order, 
based on a prevailing price of the instrument, is less than the amount specified in the value-based 
sell order, modifying the amount of the value-based sell order to be equal to the total value of the 
quantity of the instrument held by the originator of the value-based sell order in the specified 
value basis using the prevailing price of the instrument (column 9, lines 49-61 and column 12, 
lines 28-51). 

Regarding independent claim 24, netting a plurality of value-based trading orders for at 
least one instrument against each other to create a net value-based trading order for the at least 
one instrument (column 8, lines 49-62 and column 9, hnes 18-32); netting a plurality of share- 
based trading orders for at least one instrument against each other to create a net share-based 
trading order for the at least one instrument (column 8, Hnes 49-62 and column 9, lines 18-32); 
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converting a value-based order for the at least one instrument and a share-based order for the at 
least one instrument to form a plurality of contingent orders for the at least one instrument 
specifying a number of shares of the at least one instrument to be traded at a schedule of prices 
(column 9, lines 18-32 and column 10, lines 1-25). 

Claim 26, modifying an amount specified in a value-based sell order, if a total value of a 
quantity of the instrument held by an originator of the value-based sell order in a specified value 
basis in the value-based sell order, based on a prevailing price of the instrument, is less than the 
amount specified in the value-based sell order (column 13, lines 3-15). 

Claims 26 and 27 modifying the amount of the value-based sell order to be equal to the 
total value of the quantity of the instrument held by the originator of the value-based sell order in 
the specified value basis using the prevailing price of the instrument (column 9, lines 49-61 and 
column 12, lines 28-51). 

Regarding independent claim 31, Breen discloses an apparatus for trading a plurality of 
orders for at least one instrument comprising: a processor coupled to a memory containing 
instructions that when executed by the processor cause the processor to receive a plurality of 
value-based orders for the at least one instrument from a first plurality of investors via said 
communications network and to receive a plurality of share-based orders for the at least one 
instrument from a second plurality of investors via said communications network; and transmit a 
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plurality of contingent orders to a third party market maker for trade in the at least one 
instrument (column 8, lines 6-48 and Figure 1). 

Claim 32, the instructions further cause the processor to store the received plurality of 
value-based orders for the at least one instrument and the plurality of share-based orders for the 
at least one instrument (column 8, lines 6-48 and Figure 1). 

Regarding independent claims 33 and 65, Breen discloses a processor coupled to a 
memory containing instructions that when executed by the processor cause the processor to 
receive a plurality of trading orders, including a plurality of value-based trading orders and a 
plurality of share-based trading orders (column 8, lines 49-62 and column 9, hnes 18-32); netting 
a plurality of share-based trading orders for at least one instrument against each other to create a 
net share-based trading order for the at least one instrument (column 8, lines 49-62 and column 
9, lines 18-32); converting a value-based order for the at least one instrument and a share-based 
order for the at least one instrument to form a plurality of contingent orders for the at least one 
instrument specifying a number of shares of the at least one instrument to be traded at a schedule 
of prices(column 9, lines 18-32 and column 10, hnes 1-25).; transmit the series of contingent 
orders for the at least one instrument to a third party market maker for execution (column 12, 
lines 1-25 and Figure 1). 
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Claim 34, the instructions further cause the processor to store the received plurality of 
value-based orders for the at least one instrument and the plurality of share-based orders for the 
at least one instrument (column 8, lines 6-48 and Figure 1). 

Claim 35, modifying an amount specified in a value-based sell order, if a total value of a 
quantity of the instrument held by an originator of the value-based sell order in a specified value 
basis in the value-based sell order, based on a prevailing price of the instrument, is less than the 
amount specified in the value-based sell order (column 13, lines 3-15). 

Claims 36 and 37 modifying the amount of the value-based sell order to be equal to the 
total value of the quantity of the instrument held by the originator of the value-based sell order in 
the specified value basis using the prevailing price of the instrument (column 9, lines 49-61 and 
column 12, lines 28-51). 

Regarding independent claim 41, 63, 64, 86 and 87, Breen discloses a method for 
processing a plurality of trading orders for an instrument comprising: a processor coupled to a 
memory containing instruction that when executed by the processor cause the processor to: 
receive a plurality of value-based trading orders, each specified in a particular value basis, 
receive a plurality of share-based trading orders (column 9, lines 18-32); net all value based 
trading orders in a similar value basis to create a plurality of net similar- value-basis-value-based 
trading orders, convert the plurality of net similar- value-basis-value-based trading orders into a 
plurality of standard-currency based trading orders using a predetermined exchange rate with 
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regard to value basis in the standard currency (column 12, lines 1-27); net the plurality of 
standard-currency based trading orders to create a net standard-currency-based trading order, 
convert the net standard -currency based trading order to a converted share-based trading order 
using a predetermined price for the instrument in the standard currency, and net the converted 
standard currency based trading order and the plurality of share based trading orders to form a 
plurality of contingent orders (column 12, lines 1-27 and Figure 2 and Figure 3). 

Claim 42, receiving a plurality of value-based orders for the at least one instrument from 
a first plurality of investors, receiving a plurality of share-based orders for the at least one 
instrument from a second plurality of investors (column 9, lines 18-32); and executing one of a 
plurality of contingent orders in the at least one instrument (column 12, lines 1-27). 

Claims 43, 44 and 66, aggregating all value-based buy orders for the at least one 
instrument into a single value-based buy order for the at least one instrument; and aggregating all 
value-based sell orders for the at least one instrument into a single value-based sell order for the 
at least one instrument (column 10, lines 1-25). 

Claims 45, 46 and 67, netting the single dollar-based buy order for the at least one 
instrument against the single value-based sell order for at least one instrument to form a single 
value-based trading order for the at least one instrument (column 12, hnes 1-27). 
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Claims 47 and 68-70, aggregating all value-based buy orders for the at least one 
instrument into a single value-based buy order for the at least one instrument; and aggregating all 
value-based sell orders for the at least one instrument into a single value-based sell order for the 
at least one instrument (column 10, lines 1-25); netting the single dollar-based buy order for the 
at least one instrument against the single value-based sell order for at least one instrument to 
form a single value-based trading order for the at least one instrument (column 12, lines 1-27). 

Claims 48, 49, 71, and 72, converting the single value-based trading order for the at least 
one instrument into a share-based trading order for the at least one instrument using a 
predetermined price per share and forming a plurality of contingent orders for the at least one 
instrument (column 12, hnes 1-27 and column 12, lines 52-67). 

Claims 50-55 and 73-78, the predetermined price includes a midpoint between a bid price 
and an ask price, a weighted average for both buy and sell orders (column 8, lines 1 8-62 and 
column 12, lines 52-67 and Figure 2-3). 

Regarding independent claims 56 and 79, Breen discloses a method for executing trades 
comprising: aggregating and netting a plurality of value-based trading orders for at least one 
instrument against each other to create a single value-based trading order for the at least one 
instrument, aggregating and netting a plurality of share-based trading orders for the at least one 
instrument against each other to create a single share-based trading order for the at least one 
instrument; and converting the single value based trading order for the at least one instrument 
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and the single share based trading order for the at least one instrument into a series of contingent 
orders for the at least one instrument specifying a number of shares of the at least one instrument 
to be traded at a schedule of prices (column 12, Unes 1-27). 

Claims 57 and 80, modifying an amount specified in a value-based sell order, if a total 
value of a quantity of the instrument held by an originator of the value-based sell order in a 
specified value basis in the value-based sell order, based on a prevailing price of the instrument, 
is less than the amount specified in the value-based sell order (column 13, lines 3-15). 

Claims 58, 59, 81 and 82 if a total value of a quantity of the instrument held by an 
originator of a value-based sell order in a specified value basis in the value-based sell order, 
based on a prevailing price of the instrument, is less than the amount specified in the value-based 
sell order, modifying the amount of the value-based sell order to be equal to the total value of the 
quantity of the instrument held by the originator of the value-based sell order in the specified 
value basis using the prevailing price of the instrument (colunm 9, lines 49-61 and column 12, 
lines 28-51). 

Claim Rejections - 35 USC § 103 
10. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 1 . The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

12. The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S-C- 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

13. Claims 9-11, 20-23, 28-30, 38-40, 60-62 and 83-85 rejected under 35 U.S.C. 103(a) as ^ 
being unpatentable over Breen et al. (hereinafter Breen) U.S. Patent 6,615,188. 

Regarding claims 9-11, 20-23, 28-30, 38-40, 60-62 and 83-85, Breen teaches specifying 
the number of shares to be bought and sold for an instrument, a dollar amount to be bought and 
sold in an instrument and a varying price (column 9, lines 18-48, column 12, lines 1-27 and 
column 12, lines 53-67). Breen fails to disclose arranging this information in an equation format 
to the number of shares. Official Notice is taken that calculating number of shares for a 
scheduled price is old and well known in the art. Therefore it would have been obvious to one of 
ordinary skill in the art at the time of the Applicant's invention to modify the teachings of Breen 
to determine the number of shares at a scheduled price because it provides an efficient manner to 
provide a level of shares suitable for users of the apparatus to obtain their desired results. 
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Conclusion 



14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stefano Karmis whose telephone number is (703) 305-8130. The 
examiner can normally be reached on M-F: 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (703) 308-1065. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an appHcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or PubUc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Respectfiilly Submitted 
Stefano Karmis 
12 October 2004 




VINCENT MiLUN 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3600 



